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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions- of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 25 September 2003 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-9 and 11-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-9 and 11-25 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 

U.S. Patent and Trademark Office ~" * — 

PTOL-326 (Rev. 1 1 -03) Office Action Summary p ar t 0 f p ap er No. 1 1 
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This is in response to Applicant's amendment filed on September 25, 2003 in which 
claims 1, 5, 7, 8, 9, 11, 12, 13, 14, 15, 16, 17, 18, were amended, claim 10 was 
canceled and claims 19-25 were added. 

Status of Claims 

Claims 1 -9 and 1 1 -25 are pending. 

Claim Rejections - 35 (JSC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 24 is rejected under 35 U.S.C. 112, first paragraph for being a single means 
claim. A single means claim, i.e., where a means recitation does not appear in 
combination with another recited element of means, is subject to an undue breadth 
rejection under 35U.S.C. 112, first paragraph. In re Hyatt, 708 F.2d 712, 714-715, 218 
USPQ 195, 197 (Fed. Cir. 1983) (A single means claim which covered every 
conceivable means for achieving the stated purpose was held nonenabling for the 
scope of the claim because the specification disclosed at most only those means known 
to the inventor.). When claims depend on a recited property, a fact situation comparable 
to Hyatt is possible, where the claim covers every conceivable structure (means) for 
achieving the stated property (result) while the specification discloses at most only 
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those known to the inventor. In this case, "a mail attachment compressor module" is 
claimed. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-9 and 1 1-25 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Montville et al. U.S. Patent no. 6,356,937. 



Claim Rejections - 35 USC § 102 



As per claim 1 , Montville et al. disclose all the elements of claim 1 ; namely, a 
user interface, a file manager, and a compression/extraction engine (See Montville et al. 
Figures 5-14 and corresponding text; Figure 2; Col. 5, line 15-Col. 6, line 58). 
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As per claim 2, most of the limitations of this claim have been noted in the 
rejection of claim 1 . Applicant's attention is directed to the rejection of claim 1 above. In 
addition Montville et al. disclose "a graphical user interface, a shell and a call level 
interface" through a menu window (See Montville et al. Figures 5-14 and corresponding 
text). Notice that a shell is a piece of software that provides communication between the 
user and the operating system. Therefore, since communication is provided between 
the user interface of Montville et al. and the operating system, the claimed feature of 
"the user interface includes a shell" is clearly met by Montville et al. 

As per claim 3, most of the limitations of this claim have been noted in the 
rejection of claim 1. Applicant's attention is directed to the rejection of claim 1 above. In 
addition, as the claimed limitations "the file manager includes the central directory which 
stores the archived files" (See Montville et al. Col. 2, lines 32-62). 

As per claim 4, most of the limitations of this claim have been noted in the 
rejection of claim 1 . Applicant's attention is directed to the rejection of claim 1 above. In 
addition, Montville et al. disclose the claimed feature of "the compression/extraction 
engine includes compression and extraction algorithms" (See Montville et al. Figure 2; 
Col. 5, line 15-Col. 6, line 58) 

As per claim 5, all the limitations of this claim have been noted in the rejection of 
claim 1 . Applicant's attention is directed to the rejection of claim 1 above. It is therefore 
rejected as set forth above. 
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As per claim 6-9 and 1 1 , all the limitations of these claims have been noted in the 
rejection of claims 1-5. Applicant's attention is directed to the rejection of claims 1-5 
above. They are therefore rejected as set forth above. 

As per claim 12, all the limitations of this claim have been noted in the rejection 
of claim 1 . It is therefore rejected as set forth above. 

As per claims 13-17, most of the limitations of this claim have been noted in the 
rejection of claim 12. Applicant's attention is directed to the rejection of claim 12 above. 
In addition, Montville et al. disclose the claimed features of "opening and viewing 
contents of archive files"; creating a new archive file"; "modifying an existing archive 
file"; "extracting archive files" and "encrypting archive files" (See Montville et al. Figures 
5-14 and corresponding text). 

As per claim 18, most of the limitations of this claim have been noted in the 
rejection of claim 12. Applicant's attention is directed to the rejection of claim 12 above. 
In addition, Montville disclose the claimed feature of "installing a mail attachment 
compressor module onto a user's computer" through the mail server architecture of 
Figure 2. 
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As per claims 19-25, all the limitations of these claims have been noted in the 
rejection of claims 1-18 above. They are therefore rejected as set forth above. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frantz Coby whose telephone number is 703 305-4006. 
The examiner can normally be reached on Monday - Friday from 10:30AM -10:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic can be reached on 703 308 1436. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 305 
3900. 




hrantz uoby / 
Primary Examiner 
Art Unit 2171 



January 7, 2004 



